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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 
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2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Claim Objections 

1 . Claims 4-6 are objected to because of the following reasons: 

With respect to claims 4-6, the term "the pyrogenic additive or additive" lacks full 
antecedent basis. Because it is clear to what this term refers (i.e., pyrogenic oxides), a 35 USC 
1 12, 2nd paragraph rejection has not been made. 

With respect to claim 5, line 2, "re" should be replaced with —are--. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

With respect to claim 5, the amount of pyrogenic oxide added to the binder is indefinite 
because it not made clear if the amount of 0.05-10 wt % is based on the binder alone or on the 
binder + pyrogenic oxide. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the mvention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Gray (WO 
81/01857) in view of the evidence given by Schapel et al (US 4,029,593). 

Gray discloses a coating powder mixed with hydrophobic silica aerogel in amounts of 0.5 
to 3 parts y per hundred part resin (page 8, lines 1-11). A disclosed siUca aerogel is Aerosil R 
972 which is a material having a particle size of 5-50 nm and surfaces that have been made 
hydrophobic by reacting with an alkyl chlorosilane (page 2, lines 31-37). Note in example 1 the 
use of pigment and filler additives (page 3, lines 15-28). 

Gray does not teach that Aerosil R 972 is pyrogenic silica or pyrogenic silicic acid. 

Schapel teaches that Aerosil R 972 is a pyrogenic silicic acid (col. 6, lines 31-35). 

In light of the disclosure of Gray and in view of the evidence given by Schapel regarding 
Aerosil R 972, it is clear that Gray anticipates the presently claimed invention. 

Conclusion 

4. The following references were cited on the International Search Report for 
PCT/AT2004/000011 (now cited by the examiner on PTO-892) but were not used in the prior 
rejections for the following reasons: 
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- DE 195 00 377 (US equivalent is US 5,475,046) discloses powder coating composition 
comprising polyester resin and silica and alumina particles having a primary diameter of 10 to 70 
nm, however, these metal oxides are not disclosed to be pyrogenic as required by the instant 
claims. 

- US 5,049,596 discloses an epoxy powder coating composition comprising microfine 
silica powder and even exemplifies Aerosil as a silica particle, however, it fails to teach if the 
Aerosil is a pyrogenic silica. While Aerosil can be pyrogenic silica, it is not necessarily 
pyrogenic. 

- EP 1 359 173 discloses a powder coating composition but does not disclose a 
pyrogenically prepared metal oxide having the presently claimed particle sizes. 

5. Any inquiry concerning this contmiunication or earlier contmiunications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701. The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



3/27/2008 
Vickey Ronesi 

/Vickey Ronesi/ 
Examiner, Art Unit 1796 



